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Reply under 37 C.F.R. SI. Ill 



Sir: 

In reply to the Office action of September 29, 2004 , it is re- 
spectfully requested that the following remarks and the attached 
amendments 1 ) as well as the enclosed Terminal Disclaimer be entered 
and considered for further prosecution of the above-identified ap- 
plication: 



Remarks 

Claims 1, 2, 4 and 5 as set forth in Appendix I of this paper are 
now pending in this case. Claim 1 has been amended as indicated in 
the listing of the claims. 

Accordingly, applicants have removed the reference to "hydrogen" 
in the definition of R in Claim 1, and the respective limitation is 
incorporated by reference into Claim 4. No new matter has been added. 

The Examiner rejected Claims 1, 2, 4 and 5 under 35 U.S.C. 
§103 (a) as being unpatentable in light of the teaching of Curtze et 
al. (us 6,127,570). It is respectfully requested that the Examiner 
favorably reconsider her position in light of the enclosed Claim 
Amendments and the following remarks. 



1) Cf. the Claim Amendments set forth in Appendix I on page 7 of this paper. 
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The Examiner took the position that the compounds represented by 
applicants' formula (I) as well as the compound 5-bromo-2 ' , 6-dime- 
thyl-2 , 4 ' , 5 ' , 6 '-tetramethoxybenzophenone which is referenced in 
Claims 2 and 5 was encompassed by the compounds addressed in the 
teaching of Curtze et al . It is respectfully noted that applicants' 
formula (I) requires that R of the OR substituents which is bonded to 
the phenyl ring on the right hand side of the formula be a Cx-C^alkyl 
radical (cf. Claims 1 and 4 ) or a methyl group (cf. Claims 2 and 5). 

In contrast thereto, the moiety R 3 of the group which occupies 
the corresponding position of the formula depicted by Curtze et al . 
represents a hydrogen atom or a protecting group 2 ), and the expression 
protecting group "refers to a group which is easily cleaved off with- 
out affecting the alkoxy groups present" in the compound 3 ). Since the 
protective groups of Curtze et al.'s compounds are to be cleavable 
without cleaving alkoxy groups, the protective groups are clearly 
different from alkoxy groups. Applicants' compounds of formula (I) as 
well as the compound 5-bromo-2 ' , 6-dimethyl-2 , 4 ', 5 ', 6 ' -tetramethoxy- 
benzophenone are therefore clearly outside of the realm of the com- 
pounds which are addressed by the teaching of Curtze et al . 

It is further respectfully urged that the teaching of Curtze et 
al . specifically conveys that it is desired that the moiety R 3 be 
cleaved without affecting alkoxy groups in the molecule after the 
compound has been applied to the plants 4 ). Accordingly, the teaching 
of Curtze et al. would not have motivated a person of ordinary skill 
in the art to replace the hydrogen or the cleavable protective group 
which is present in the compounds of Curtze et al . by a Ci-C 4 -alkyl 
group as required for applicants' formula (I) or by a methyl group as 
required in accordance with the compound 5-bromo-2 ' , 6-dime- 
thyl-2 , 4 ' , 5 ' , 6 ' -tetramethoxybenzophenone . Obviousness within the 
meaning of Section 103(a) requires, however, that the prior art pro- 
vide for some teaching or suggestion which would have motivated a 
person of ordinary skill in the art to do what the applicant has 
done 5 ). For obviousness within the meaning of Section 103(a) it is 
also necessary that the prior art reference teach or suggest all of 
the features which characterize the claimed invention. 

2) Cf. col. 1, indicated line 67, of US 6,127,570. 

3) Cf. col. 3, indicated lines 7 to 16, of US 6,127,570. Cf. also col. 3, indicated 
lines 47 to 50, and col. 4, indicated lines 44 to 45, of US 6,127,570. 

4) Cf. col. 3, indicated lines 17 to 19, of US 6,127,570. 

5) Cf. In re Vaeck . 947 F.2d 488, 20 USPQ2d 1438, 1442 (CAFC 1991). 
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Applicants' have found that the compounds represented by formula 
(I), and the compound 5-bromo-2 ' , 6-dimethyl- 2 , 4 ' , 5 ' , 6 ' -tetramethoxy- 
benzophenone, are especially suitable to control eyespot or stem 
break (Pseudocercosporella herpotrichoides) which primarily affect 
the stem of crop plants and applicants' claims are, accordingly, 
drawn to a method for controlling Pseudocercosporella herpotri- 
choides. The compounds of Curtze et al . are taught to be specifically 
improved for foliar systemicity, and a person of ordinary skill in 
the art could, therefore not reasonably expect that the compounds 
exhibit a particular effect where the control of Pseudocercosporella 
herpotrichoides is sought. It is well settled that obviousness cannot 
be predicated on what is not known at the time an invention is made, 
even if the inherence of a certain feature is later established 6 ). It 
is also established that the determination whether a claimed method 
is obvious has to take the particular result which is obtained in the 
method into consideration 7 ). 

In light of the structural differences between applicants' com- 
pounds (I) and the compounds addressed by the teaching of Curtze et 
al. as well as the very particular effects which are achieved in 
accordance with applicants' method it is therefore respectfully urged 
that the teaching of Curtze et al . cannot be deemed to render appli- 
cants' invention prima facie obvious within the meaning of Section 
103(a). Favorable reconsideration of the Examiner's position and 
withdrawal of the respective rejection is solicited. 

The Examiner rejected Claims 1, 2, 4 and 5 under the judicially 
created doctrine of obviousness-type double patenting as being unpat- 
entable in light of 

- Claims 1 to 3 and 9 to 11 of Cotter et al . (US 6,521,628), and 

- Claims 1, 3 to 7 and 9 to 14 of Cotter et al . (US 6,734,202). 
Applicants herewith submit a terminal disclaimer disclaiming the ter- 
minal part of a patent granted on this application which would extend 
beyond the expiration date of Cotter et al.'s U.S. Patents No 
6,521,628 and No. 6,734,202, and agreeing that a patent granted on 
this application shall be enforceable only for and during such period 
that the legal title of such patent is the same as the legal title to 



6) Cf. In re Riickaert , 9 F.2d 1531, 28 USPQ2d 1955 (CAFC 1993); In re Adams , 356 F.2d 
998, 148 USPQ 742 (CCPA 1966). 

7) Cf. In re Dillon , 919 F.2d 688, 695, 16 USPQ2d 1897, 1903 (CAFC 1990) (en banc), 
cert, denied, 500 U.S. 904 (1991). 
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Cotter et al.'s U.S. Patents No 6,521,628 and No. 6,734,202. With- 
drawal of the rejection under the judicially created doctrine of ob- 
viousness-type double patenting is therefore respectfully solicited. 

The Examiner also rejected Claims 1, 2, 4 and 5 under' the judi- 
cially created doctrine of obviousness-type double patenting as being 
unpatentable in light of Claims 1 to 5 of Sieverding et al . (US 
6,696,497). It is respectfully noted that the application of Sieverd- 
ing et al. which ultimately matured into US 6 ,696 ,497 was published 
as US 2002/0065313 Al on Mav 30, 2002 . Accordingly, the following is 
respectfully submitted. 

The teaching of Sieverding et al . relates to a synergistic fungi- 
cidal composition 8 ) which comprises effective amounts of 

(a) a benzophenone which generically encompasses applicants' com- 
pounds (I) and the compound 5-bromo-2 ' , 6-dimethyl- 2 , 4 ' , 5 ' , 6 ' -te- 
tramethoxybenzophenone , and 

(b) a valinamide compound represented by a formula (II), 

and which is effective against a broad variety of phytopathogenic 
fungi 9 ) in particular on dicotylydoneous plants such as grapes, to- 
bacco, potato, tomato, fruit crops, oil seed crops, vegetables and 
ornamentals, and also on monocotylydoneous crops 10 ). 

The teaching of Sieverding et al . differs from the method which 
is defined in applicants' claims for example in that the fungicidal 
effect which is achieved in accordance with Sieverding et al.'s 
teaching is due to a combination of synergistic amounts of two dif- 
ferent compounds whereas the fungicidal effect referenced in appli- 
cants' claims is solely achieved by the application of one active 
compound. The Examiner will note that the data which are compiled in 
Sieverding et al.'s tables in cols. 11 and 12, of US 6,696,497 cor- 
roborate that the synergistic cooperation of the two constituents is 
necessary to arrive at a suitable fungicidal effect. Moreover, the 
data show that the benzophenone representative BP-4 has no or only an 
insufficient effect when it is applied without the valinamide co-con- 
stituent of the synergistic mixture. 

Accordingly, a person of ordinary skill in the art could not 
reasonably derive from the teaching of Sieverding et al . that a ben- 
zophenone compound falling within the realm of the benzophenones 

8) Cf. col. 1, indicated lines 7 to 65, of US 6,696,497. 

9) Cf. col. 6, indicated lines 10 to 24, of US 6,696,497. 

10) Cf. col. 6, indicated lines 25 to 29, of US 6,696,497. 
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which are encompassed by Sieverding et al.'s formula would be partic- 
ularly suitable to control any specific fungus which falls within the 
broad variety of phytopathogenic fungi enumerated by Sieverding et 
al. 

The teaching of Sieverding et al . differs from the method which 
is defined in applicants' claims also in that Sieverding et al. 
merely generically enumerate genera of phytopathogenic fungi without, 
however, specifying the fungus Pseudocercosporella herpotrichoides . 

It is well settled that obviousness within the meaning of Section 
103(a) requires more than the mere possibility to make a selection 
from the generic disclosure of a reference which mirrors the combina- 
tion of requirements set forth in an applicant's claim. For obvious- 
ness under the provisions of Section 103(a), the reference also has 
to provide some teaching or suggestion which would motivate a person 
of ordinary skill in the art to make the particular selection which 
results in the claimed combination 11 ). Neither the teaching of Siev- 
erding et al. nor in the general technical background knowledge of a 
person of ordinary skill in the art provides any information which 
would have motivated a person of ordinary skill to select the fungus 
Pseudocercosporella herpotrichoides from the genera of phytopatho- 
genic fungi enumerated by Sieverding et al . and to select the benzo- 
phenones of applicants' formula I from the realm of the benzophenones 
which Sieverding et al . use as a co-constituent for synergistic fun- 
gicidal mixtures for the control of the selected fungus Pseudocercos- 
porella herpotrichoides. Where as here the motivating teaching or 
suggestion is not found in the reference, any possible selection and 
combination within the generic disclosure is equally likely and the 
reference is no more than an invitation to make and try out each of 
the possible selections and combinations. "Obvious to try" is, how- 
ever, not a proper basis for finding that a claimed invention is 
unpatentable under Section 103(a) 12 ). Also, under those circumstances, 
a focus on the particular selection which results in the claimed 
combination would have to be regarded as being based on hindsight 13 ). 



11) Cf. In re Vaeck , 947 F.2d 488, 20 USPQ2d 1438, 1442 (CAFC 1991). See also In re 
Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 (CAFC 1994); In re Jones , 958 F.2d 
347, 350, 21 USPQ2d 1941, 1943 (CAFC 1992). 

12) Cf. Merck & Co. Inc. v. Biocraft Laboratories Inc. , 874 F.2d 804, 10 USPQ2d 1843 
(CAFC 1989) where the Court held that an invention was merely "obvious to try" if 
the prior art gives either no indication of which parameters are critical or no 
direction as to which of the many possible choices is likely to be successful. 

13) Cf. In re Dow Chemical Co. , 837 F.2d 469, 5 USPQ2d 1529 (CAFC 1988). 



050603 



- 5 - 



Serial No, 10/616,950 



GEWEHR et al. 



AM200040 



It is therefore respectfully requested that the rejection of 
Claims 1, 2, 4 and 5 under the judicially created doctrine of ob- 
viousness-type double patenting based upon the teaching of Sieverding 
et al. be withdrawn. Favorable action is solicited. 

To further evidence patentability over the prior art applicants 
herewith submit a Declaration of Dr. Reinhard Stierl. In his Declara- 
tion, Dr. Stierl describes comparative tests which corroborate that 
the activity of the compounds of applicants' formula (I) against 
Pseudocercosporella herpotrichoides in crop plants is unexpectedly 
superior to the effects which can be achieved with benzophenone com- 
pounds having a seemingly similar structure. The data further support 
that applicants' invention was not prima facie obvious within the 
meaning of Section 103(a). 

In light of the foregoing and the attached, the application 
should now be in condition for allowance. Early action by the Ex- 
aminer would be greatly appreciated by applicants. 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees, to Deposit 
Account No. 14.1437. Please credit any excess fees to such deposit 
account. 



1300 Eye Street, N.W. 
Suite 400 East Tower 
Washington, D.C 20005 
(202) 659-0100 

End.: Claim Amendments (Appendix I) 
Terminal Disclaimer 
Declaration 
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Appendix 



I: 



Claim Amendments: 

Amend Claim 1 as indicated in the following listing of the 
claims : 

1. (currently amended) A method for controlling Pseudocercosporella 
herpotrichoides in crop plants comprising applying to said crop 
plants an effective amount of benzophenones of the formula I 



in which 

R is hydrogen or Ci-C4-alkyl and 
Hal is fluorine, chlorine or bromine. 

2. (previously presented) The method as claimed in claim 1, wherein an 

effective amount of 5-bromo-2 ' , 6-dimethyl-2 , 4 ' , 5 ' , 6 ' -tetramethox- 
ybenzophenone is applied. 

3. (canceled) 

4. (previously presented) A method for controlling Pseudocercosporella 

herpotrichoides in wheat and barley comprising applying to said 
wheat and barley an effective amount of the benzophenones defined 
in claim 1. 

5. (previously presented) The method as claimed in claim 4, wherein an 

effective amount of 5-bromo-2 ' , 6-dimethyl-2 , 4 ' , 5 ' , 6 ' -tetramethox- 
ybenzophenone is applied. 




0CH 3 



Hal 



OMe 
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